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DETAILED ACTION 

1 . This action is responsive to the non-provisional application filed on 06/27/2005. 
Claims 1-6 are pending. Claims 1 and 6 are independent. 

Drawings 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference characters "30" and "32" have both been used to designate first and 
second internal space, respectively. However, it appears to be the same internal space 
in Fig. 3. Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as 
either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121 (d). If the 
changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "curved path" in 
Claim 2, "guidewire lumen" and "distal guidewire port" in Claim 3, and "one or more 
market bands" in Claim 5 must be shown or the feature(s) canceled from the claim(s). 
No new matter should be entered. 
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Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

4. The disclosure is objected to because of the following informalities: The 
"Background" section should be separated from the "Summary of the Invention" section. 
No new matter should be added. 

Appropriate correction is required. 
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Claim Objections 

5. Claims 1 and 6 are objected to because of the following informalities: In the 
second paragraph of Claims 1 and 6, the recitation "internal space" should be replaced 
by "internal spaces. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In regard to Claims 1 and 6, the "first and second internal spaces" appear to be 
the same space as shown in Figure 3. It is unclear to the examiner that there are two 
internal space. 

In addition, Claim 1 recites the limitation "the proximal and distal spaces" in 
paragraph 5 of the claim. There is insufficient antecedent basis for this limitation in the 
claim. 

In regard to Claim 2, it is being unclear how the longitudinal axis and the shaft 
follow a curved path. Examiner interprets the curved path as the curved path of a 
vessel inside a body. 

Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 2 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. A curved path of a vessel in a body is a non- 
statutory subject matter. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

11. Claims 1, 4, and 6 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Dulebohn (US Pat. No.: 
5,171,314). 

In regard to Claims 1, 4 and 6, Dulebohn discloses a surgical snare catheter 
system, comprising: a flexible shaft (tip, 50, Fig. 12, the tip must be flexible since is 
used inside a body. Otherwise, it would have be extraordinarily obvious for the tip to be 
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flexible to accommodate for the curved environments inside a body, such curved 
vessels) defining a longitudinal axis having a proximal and a distal end (Figs 1 and 12); 
the shaft having an opening (side opening, 64, Fig. 12) positioned a distance from the 
shaft distal end (60, Fig. 12); the longitudinal axis and the shaft follows a curved path 
(Since the shaft is flexible, it must follows a curved path to get to the target inside the 
body); the shaft defining an internal space positioned proximally and distally of the 
opening (the internal space of tip, 50, Fig. 12); a handle (12, Fig. 1) affixed to the shaft 
near the shaft proximal end (Fig. 1); an actuator (combination of two slides 36 and 38, 
Fig. 1) coupled with the handle; a retrieval element (wire, 52, Fig. 12) coupled with the 
actuator (Col. 6, lines 8-15 and Col. 4, lines, 27-36); the retrieval element being 
longitudinally movable among a range of positions (Col. 6, lines 8-15 and Col. 4, lines, 
27-36), including the position of the shaft opening and the positions of the proximal and 
distal internal spaces (the wire 52 is capable of moving among the position of the shaft 
opening and the positions of the proximal and distal internal spaces as shown in Fig. 
12); a main wire loop coupled with the actuator (Col. 6, lines 12-15, when the first and 
second end of the wire are attached, a loop is formed engageably with the control 
member), wherein a distal portion of the shaft has a pre-selected shape (the pre- 
selected shape of the distal portion of the shaft is closed hemispherical, 62, Fig. 12), 
such that moving the actuator to a desired position causes the retrieval element to move 
to a corresponding position (Col. 6, lines 8-15 and Col. 4, lines, 27-36); such that when 
the retrieval element is in an initial position, the retrieval element is located within the 
internal space (wire 52 must be located within the internal space of the tip 50); such that 



Application/Control Number: 10/540,778 Page 7 

Art Unit: 3773 

when the actuator is moved to a ready position, the retrieval element protrudes from the 
shaft opening (Figs 12 and 13); 

The recitations, "the retrieval element can be maneuvered to engage a portion of 
a filter, and then the actuator can be moved to a first or second capture position which 
pulls the filter through the opening into a selected one of the first and second internal 
spaces" in Claims 1 and 6 are intended use. A recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. 

12. Claims 3 and 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Dulebohn (US Pat. No.: 5,171,314) as applied to claim 1 above, and further in view of 
Yadav et al (US Pat. No.: 6,391 ,044). 

In regard to Claims 3 and 5, Dulebohn discloses all the limitations of the claims 
but fails to disclose that the catheter system further comprising a guidewire lumen 
defined by the shaft, a distal guidewire port near the shaft distal end, and one or more 
marker bands. 

However, Yadav et al explicitly teaches a catheter system, comprising a 
guidewire lumen (103, Fig. 7) defined by the shaft (catheter, 101, Fig. 7), a distal 
guidewire port (125, Fig. 7) near the shaft distal end, and one or more marker bands 
(distal radiopaque marker 176 and proximal radiopaque marker 178, Fig. 14). 
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Dulebohn and Yadav et al are analogous art because they are from the same 
field of the endeavor, catheter system for removing objects inside a body. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Dulebohn and Yadav et al before him or her, to modify 
the catheter system of Dulebohn to include a guidewire lumen defined by the shaft, a 
distal guidewire port near the shaft distal end, and one or more marker bands as taught 
by Yadav etal. 

The suggestion/motivation for having a guidewire lumen and a distal guidewire 
port would have been to receive a guidewire into the distal end of catheter (Yadav et al, 
Col. 7, lines 44-48). Such distal guidewire port can eliminate the need of having a 
guidewire going through the proximal end of the shaft. Applicant should have noted that 
it is old and well known in the art that a catheter system comprises one or more marker 
bands for a surgeon to monitor the location of the catheter inside a body using 
fluoroscope. 

Therefore, it would have been obvious to combine Yadav et al with Dulebohn to 
obtain the invention as specified in the instant claims. 

13. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dulebohn 
(US Pat. No.: 5,171,314) as applied to claim 1 above, and further in view of Welter et al 
(US Pat. No. 5,342,371). 

In regard to Claim 5, Dulebohn discloses all the limitations of the claim but fails to 
disclose that the catheter system further comprises one or more marker bands. 
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However, Welter et al explicitly teaches a catheter system comprising a 
radiopaque marker band. 

Dulebohn and Welter et al are analogous art because they are from the same 
field of the endeavor, catheter system for removing objects inside a body. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Dulebohn and Welter et al before him or her, to modify 
the catheter system of Dulebohn to include one or more marker bands as taught by 
Welter etal. 

The suggestion/motivation for doing so would have been to radiographically 
visualize the distal end of the catheter/elongated member (Welter et al, Col. 2, lines 52- 
55). 

Applicant should have noted that it is old and well known in the art that a catheter 
system comprises one or more marker bands for a surgeon to monitor the location of 
the catheter inside a body using fluoroscope. 

Therefore, it would have been obvious to combine Welter et al with Dulebohn to 
obtain the invention as specified in the instant claim. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Spaulding (US Pat. No.: 5,906,627) 

Suon et al (US Pub. No.: 2002/0045918) 

Ostrovsky et al (US Pub. No.: 2002/0138097) 
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McGuckin et al (US Pub. No.: 2002/0193827) 
Abe (US Pub. No.: 2002/0188262) 
Konya et al (US Pat. No.: 6,517,550) 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JING OU whose telephone number is (571)270-5036. 
The examiner can normally be reached on M-F 7:30am - 5:00pm, Alternative Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Uyen (Jackie) T Ho can be reached on (571)272-4696. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JRO 
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